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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION ^ ' 

■ f^sTflSr^^^^^^^^ lnnoeve„,however..ayarep,ybe«.e,y«,ed 

status 

^)M Responsive to cofnmunication(s) filed on 05 March 2004 . 
2aM This actionis FINAL 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 14:27 is/are pending in the application. 

4a)0ftheaboveclaim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 25 is/are allowed. 

6) 13 Claim(s)l£24,26ai2cL27 is/are rejected. 

7) 0 Claim(s)__ is/are objected to. 

8) D Claim(s) — _ are subject to restriction and/or election requirement. 
Applicatioh Papers 

9) 0 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 27 February 2004 is/are: a)D accepted or b)S objected to by the Examiner 
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Replacement drawing sheet(s) including the coaection is required if the drawing(s) is objected to. See 37 CFR 1 121 (d) 
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the drawings were received on 2-27-4. These drawings are not 
acceptable. 

The drawings are objected to as failing to comply with 37 CFR 
1.84(p)(5) because they include the following reference sign(s) not 
mentioned in the description: lOA and lOB. A proposed drawing correction, 
corrected drawings, or amendment to the specification to add the reference 
sign(s) in the description, are required in reply to the Office action to avoid 
abandonment of the application. The objection to the drawings will not be 
held in abeyance. 

Figures 3, 4, 10 and 11 should be designated by a legend such as - 
Prior Art-- because only that which is old is illustrated. See MPEP 
§ 608.02(g). A proposed drawing correction or corrected drawings are 
required in reply to the Office action to avoid abandonment of the 
application. The objection to the drawings will not be held in abeyance. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention/and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claim 26 is rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at 
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the time the application was filed, had possession of the claimed invention. 
The undescribed subject hiatter is the negative limitation, "wherein emitter 
electrodes disposed at both ends of the group are not located over the areas 
which the through holes in the wiring board occupy." 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claim 26 is rejected under 35 U.S.C. § 112, first and second 
paragraphs, as the claimed invention is not described in such full, clear, 
concise and exact terms as to enable any person skilled in the aft to make 
and use the same, and for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. The unenabied 
and indefinite claim language is the limitation, "wherein emitter electrodes 
disposed at both ends of the group are not located over the areas which the 

through holes in the wiring . board occupy.-'V^T^ _ 

that there is a frame of reference wherein the emitter electrodes disposed at 
both ends of the group are located over the areas which the through holes in 
the wiring board occupy. 

Also, in claim 26 there is insufficient antecedent basis for the language 
"both ends of the group." 



Application/Control Number: 09/943,512 Page 4 

Art Unit: 2827 

Claim 27 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claim 27 there is insufficient antecedent basis for the language 
"both ends of each group." 

Claim 26 has not been rejected over the prior art because, in light of 
the 35 U.S.C. 112 rejections supra, there is a great deal of confusion and 
uncertainty as to the proper interpretation of the limitations of the claims; 
hence, it would not be proper to reject the claims on the basis of prior art. 
As stated in In re Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962), a 
rejection should not be based on considerable speculation about the 
meaning of terms employed in a claim or assumptions that must be made as 
to the scope of the claims. Also see In re Wilson, 424 F.2d 1382, 165 USPQ 
494 (CCPA 1970) (if no reasonably definite meaning can be ascribed to 
certain claim language, the claim is indefinite, not obvious). See also MPEP 
2143.03 and 2173.06. 

In the rejections infra, generally, reference labels are recited only for 
the first recitation of identical claim elements. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 
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A person shall be entitled to a patent unless -' 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant 
ror a patent. i rr 

Claims 14-23 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Shiral<awa (EP1077494). 

At column 10, line 15 to column 11, line 35; column 18, line 9 to 
column 20, line 6; and column 22, line 52 to column 23, line 7, Shirakawa 
discloses the following: 

A multilayer wiring board 12, 13 having through holes 10b In a 
thickness-wise direction, wherein a semiconductor substrate 1 mounted on 
the multilayer wiring board has through holes 10 in a thickness-wise 
direction thereof, and wherein the through holes in the semiconductor 
substrate are located relative to the through holes In the multilayer wiring 
board so that entire areas, which the through holes in the semiconductor 
^^^^!'^''3te occupy, in a plane orthogonal to the thickness-^wise direction of the 
multilayer wiring board and of the semiconductor substrate are included in 
areas, which the through holes in the multilayer wiring board occupy, 
wherein conductive layers 11 are formed on side surfaces of the through 
holes, or interiors of the through holes comprise a conductive material, 
wherein a semiconductor element is mounted, in which conductive layers are 
formed on side surfaces of the through holes, or Interiors of the through 
holes comprise a conductive material, wherein wirings 11, which connect 
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heating areas in the semiconductor substrate mounted on the multilayer 
wiring board, are electrically connected to the through holes in the 
semiconductor substrate, and electrical connection is effected through the 
heating areas, the wirings, the through holes of the semiconductor 
substrate, the through holes of the multilayer wiring board, and a surface of 
the multilayer wiring board, on which the semiconductor substrate is not 
mounted, in this order.. 

A multilayer wiring board having through holes in a thickness-wise 
direction, wherein a semiconductor substrate mounted on the multilayer 
wiring board has through holes in a thickness-wise direction thereof, and 
wherein the through holes in the semiconductor substrate are located 
relative to the through holes in the multilayer wiring board so that entire 
areas, which the through holes in the semiconductor substrate occupy, in a 
plane orthogonal to the thickness-wise direction of the multilayer wiring 
board and of the semiconductor substrate partly (in some measure or 
degree) overlap areas which the through holes in the multilayer wiring board 
occupy, wherein conductive layers 11 are formed on side surfaces of the 
through holes, or interiors of the through holes comprise a conductive 
material, wherein a semiconductor element is mounted, in which conductive 
layers are formed on side surfaces of the through holes, or interiors of the 
through holes comprise a conductive material. 
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A multilayer wiring board having a cross-plane through hole or holes, 
wherein an in-plane location of respective heat dissipating regions in a 
semiconductor substrate mounted on the multilayer wiring board is inside of 
a through hole or an area where through holes are built in the multilayer 
wiring board, wherein conductive layers 11 are formed on side surfaces of 
the through holes, or interiors of the through holes comprise a conductive 
material, wherein a semiconductor element is mounted, in which conductive 
layers are formed on side surfaces of the through holes, or interiors of the 
through holes comprise a conductive material. 

A multilayer wiring board having through holes in a thickhess-wise 
direction, wherein a semiconductor substrate mounted on the multilayer 
wiring board has cross-plane through holes, and heat flows one- 
dimensionally through the through holes in the semiconductor substrate and 
the cross-plane through holes in the multilayer wiring board when heat flows 
out to a surface of the multilayer wiring board opposite to that surface 
thereof, on which the semiconductor substrate is mounted, via the through 
holes in the semiconductor substrate and the through holes in the multilayer 
wiring board. 

A multilayer wiring board having cross-plane through holes, wherein 
in-plane distribution of heat dissipated from a transistor or transistors of a 
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semiconductor substrate mounted on the multilayer wiring board 
substantially coincides with distribution of the through holes. 

A multilayer wiring board having cross-plane through holes, wherein 
in-plane distribution of heat dissipating from a transistor or transistors of a 
semiconductor substrate mounted on the multilayer wiring board 
substantially coincides with in-plane distribution of large and small cross- 
sections areas of the through holes. 

A wiring board, wherein a semiconductor substrate having cross-plane 
through holes, which are connected to emitter wirings 11 connected to 
emitters 1 of heterojunction bipolar transistors and extended through the 
semiconductor substrate and which have conductive layers on sides thereof 
or inside thereof, is mounted on the multilayer wiring board, and the cross- 
plane through holes in the semiconductor substrate and through holes 
extending through the wiring board are connected to each other, and 
wherein conductive layers are provided on sides of or inside of the connected 
through holes in the semiconductor substrate and the wiring board, and in- 
plane areas, which the through holes in the semiconductor substrate occupy, 
in a plane of the multilayer wiring board and of the semiconductor substrate 
are included in areas which the through holes in the multilayer wiring board 
occupy. 
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(a) the invention was l<nown or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant 
for a patent. 

Claim 24 is rejected under 35 U.S.C. 102(a) as being anticipated by 
applicant's admitted prior art. 

In the specification, at pages 12-22, applicant discloses as prior art a 
semiconductor device including a plurality of finger-shaped emitter 
electrodes 7 or source electrodes, and at least one via hole 5 which are 
arranged in rows in a first direction on a semiconductor substrate, wherein 
the emitter electrodes or the source electrodes are connected to a 
conductive layer 6 formed on a back surface opposite to a surface, on which 
the electrodes are formed, through the via hole, and wherein said rows 
comprising the emitter electrodes or source electrodes, and the via holes are 
arranged In parallel in a second direction orthogonal to the first direction, 
and the via holes are positionally shifted (in the second direction) from one 
..another. In adjacent rows among said rows, or adjacent rows are positionally 
shifted from one another in the first direction. 

Claim 27 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office 
action. 

Claim 25 is allowed. 
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Applicant's amendment and remarks filed 2-17-4 and 3-5-4 have been 
fully considered, are addressed by the rejections supra, and are further 
addressed infra. 

Applicant contends that Figures 5 and 8 provide support for the 
limitation, "wherein emitter electrodes disposed at both ends of the group 
are not located over the areas which the through holes in the wiring board 
occupy." 

This contention is respectfully traversed because Figures 5 and 8 are 
not limited to an absolute frame of reference or otherwise limited to a 
particular orientation, and it is inherent that there is a frame of reference 
wherein the emitter electrodes disposed at both ends of the group are 
located over the areas which the through holes in the wiring board occupy. 

Also, applicant argues that Shirakawa does not disclose "any detailed 
arrangement of a wiring board side." 

This argument is respectfully traversed because, as explicitly, and 
clearly applied in the rejection, Shirakawa discloses a wiring board 12, 13, 
and all of the allegedly claimed "detailed arrangement." 

The art made of record and not applied to the rejection is considered 
pertinent to applicant's disclosure. It is cited primarily to show inventions 
similar to the instant invention. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE jviONTHS from the mailing date of this action. In the event a 
first reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE- 
MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
.system, contert the jElectronic . , . 

Any telephone inquiry of a general nature or relating to the status (MPEP 
203.08) of this application or proceeding should be directed to Group 2800 
Customer Service whose telephone number is 571-272-2815. 

Any telephone inquiry concerning this communication or earhef communications from 
the examiner should be directed to David E. Graybill at (571) 272-1930. Regular office hours- 
Monday through Friday, 8:30 a.m. to 6:00 p.m 

The fax phone number for group 2800 is (703) 872-9306. 
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